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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth In 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. The submission, however, is not fully 
responsive to the prior Office action because although the applicant has entered an 
amended set of claims, the applicant has failed to include remarks addressing all of the 
rejections made in the Final Office Action dated 10/18/05. However, since the 
submission appears to be a bona fide attempt to provide a complete reply to the prior 
Office action, applicant's submission filed on 11/3/05 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tine invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-3 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. In claim 1 , the applicant recites that "the motor 
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comprises a brake means" on page 2, line 14 and further recites "the motor brake" on 
page 2, line 21, page 3, lines 11 and 17, and page 4, lines 6 and 12. In claim 2, the 
applicant recites that "the motor comprises a brake means" on page 5, line 17 and 
further recites "the motor brake" on page 5, line 24 and page 6, lines 5. 10, 19 and 24. 
In claim 3, the applicant recites that "the motor comprises a brake means" on page 8, 
line 1 and further recites "the motor brake" on page 8, lines 8, 20 and 25 and on page 9, 
lines 3 and 8. Because the applicant did not include any recitation in the original or 
amended claims or disclosure in the original specification or the drawings, the "motor 
brake" element is considered new matter and any limitations drawn to this element will 
not be given any patentable weight. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a.. In Claim 1, the phrase beginning "the patio umbrellas comprise a mast..." 
on page 1, line 20 and ending with the phrase "...to lower to a closed position" on 
page 2, line 6, renders the claim indefinite. The instant claim recites a "retrofit 
motor and control kit" but includes language reciting an umbrella onto which the 
kit may be installed. It is unclear whether the applicant intends to claim the 
"retrofit motor and control kit" alone or the combination of the "retrofit motor and 
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control kit" and associated umbrella. For the purposes of this examination, the 
Office interprets claim 1 to be directed only to the "retrofit motor and control kit". 
Any language regarding the umbrella will not be considered. 

b. In Claim 2, the phrase beginning "the patio umbrellas comprise a mast..." 
on page 4, line 19 and ending with the phrase "...to lower to a closed position" on 
page 5, line 8, renders the claim indefinite. The instant claim recites a "retrofit 
motor and control kit" but includes language reciting an umbrella onto which the 
kit may be installed. It is unclear whether the applicant intends to claim the 
"retrofit motor and control kit" alone or the combination of the "retrofit motor and 
control kit" and associated umbrella. For the purposes of this examination, the 
Office interprets claim 2 to be directed only to the "retrofit motor and control kit". 
Any language regarding the umbrella will not be considered. 

c. In Claim 3, the phrase beginning "the patio umbrellas comprise a mast..." 
on page 6, line 31 and ending with the phrase "...the reel brake that present the 
yoke from moving" on page 7, line 23, renders the claim indefinite. The instant 
claim recites a "retrofit motor and control kit" but includes language reciting an 
umbrella onto which the kit may be installed. It is unclear whether the applicant 
intends to claim the "retrofit motor and control kit" alone or the combination of the 
"retrofit motor and control kit" and associated umbrella. For the purposes of this 
examination, the Office interprets claim 3 to be directed only to the "retrofit motor 
and control kit". Any language regarding the umbrella will not be considered. 
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Claim Rejections - 35 USC § 103 



6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lai in US 
Patent 6182917 in view of Small in US Patent 2960094. Lai discloses a "retrofit" motor 
and control kit for umbrellas capable of providing a substitute means to open and close 
a patio umbrella, the device comprising a housing means (12), a reversible electric 
motor (21), a means to provide electricity (see Lai, Column 4, lines 14-15), a reel 
drivingly engaged with the motor (24) and when the electricity is applied to the motor, 
the motor rotates the reel and the when the electricity is disconnected the motor and 
reel stop rotating (see Lai, Column 2, lines 38-40), and a length of cable (33) affixable at 
one end to the reel. Lai further discloses a switch control (10) having two means (see 
Lai, Column 4, lines 12-15) to connect and disconnect the electricity to the motor and a 
remote control receiver switch (11) having two means (See Lai, Column 4, lines 12-15) 
to connect and disconnect the electricity to the motor and a remote control transmitter 
(See Lai, Column 1 , lines 26-28) having means to control the remote control receiver 
switch. Lai is silent on which direction the motor turns as it relates to the controlling 
element of the switch control or the remote control receiver switch. However, it would be 
obvious for the engagement of a first switch means or first receiver switch means in a 
controlling element such as a switch control or remote control receiver switch to connect 
electricity to the motor and cause the motor to operate in a first direction of rotation 
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thereby causing the umbrella to open and for disengagement of a first switch means or 
first receiver switch means in a switch control or remote control receiver switch to 
disconnect electricity from the motor to thereby cause it to stop operating and cause the 
umbrella to stop opening. Further, it would be obvious for the engagement of a second 
switch means or second receiver switch means in a controlling element such as a 
switch control or remote control receiver switch to connect electricity to the motor and 
cause the motor to operate in a second direction of rotation thereby causing the 
umbrella to close and for disengagement of the second switch means or second 
receiver switch means in a controlling element such as a switch control or remote 
control receiver switch to disconnect the electricity from the motor to thereby cause the 
motor to stop operating and cause the umbrella to stop closing. Additionally, it would be 
obvious that the weight of an umbrella canopy and gravity would cause the umbrella to 
close if not supported by an uplifting force. Lai does not disclose that the opposite end 
of the cable is affixable at the opposite end to the yoke of an umbrella, nor does he 
disclose a means to affix the housing to the mast at a location to thereby establish 
control of the yoke of the patio umbrella or that the motor is affixed to the housing. Small 
discloses a motor device for an umbrella, the device having a cable (15) affixed at one 
end to a reel (17), the opposite end of the cable being affixable (see Small, Column 1, 
lines 50-54) to the yoke (13) of a patio umbrella. Small also discloses a means (A) to 
affix the housing to the patio umbrella at a location to thereby establish control of the 
yoke of the patio umbrella and that the motor (29) is affixed to the housing (best seen in 
Small, Figure 2). It would have been obvious to one of ordinary skill in the art at the time 
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of invention to modify the device of Lai by using a cable attached at an opposite end to 
the yoke of the patio umbrella, to use means to attach the housing at a location to 
thereby establish control of the yoke of the patio umbrella and to affix the motor to the 
housing in order to ensure that the motor is in control of the operation of the umbrella 
and that it is firmly attached at a convenient position to the umbrella. Please note that 
the limitations "thereby the motor and control kit substitutes for the function of manually 
hand lifting and lowering the yoke and controls the canopy opening means and the 
canopy closing means of patio umbrellas" on page 3, lines 18-20 and page 4, lines 12- 
14 constitute functional language and have been given no patentable weight. 
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8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lai in US 
Patent 6182917 in view of Small in US Patent 2960094. Lai discloses a "retrofit" motor 
and control kit for umbrellas capable of providing a substitute means to open and close 
a patio umbrella, the device comprising a housing means (12), a reversible electric 
motor (21), a means to provide electricity (see Lai, Column 4, lines 14-15), a reel 
drivingly engaged with the motor (24) and when the electricity is applied to the motor, 
the motor rotates the reel and the when the electricity is disconnected the motor and 
reel stop rotating (see Lai, Column 2, lines 38-40), and a length of cable (33) affixable at 
one end to the reel. Lai further discloses a switch control (10) having two means (see 
Lai, Column 4, lines 12-15) to connect and disconnect the electricity to the motor and a 
remote control receiver switch (11) having two means (See Lai, Column 4, lines 12-15) 
to connect and disconnect the electricity to the motor and a remote control transmitter 
(See Lai, Column 1, lines 26-28) having means to control the remote control receiver 
switch. Lai is silent on which direction the motor turns as it relates to the controlling 
element of the switch control or the remote control receiver switch. However, it would be 
obvious for the engagement of a first switch means or first receiver switch means in a 
controlling element such as a switch control or remote control receiver switch to connect 
electricity to the motor and cause the motor to operate in a first direction of rotation 
thereby causing the umbrella to open and for disengagement of a first switch means or 
first receiver switch means in a switch control or remote control receiver switch to 
disconnect electricity from the motor to thereby cause it to stop operating and cause the 
umbrella to stop opening. Further, it would be obvious for the engagement of a second 
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switch means or second receiver switch means in a controlling element such as a 
switch control or remote control receiver switch to connect electricity to the motor and 
cause the motor to operate in a second direction of rotation thereby causing the 
umbrella to close and for disengagement of the second switch means or second 
receiver switch means in a controlling element such as a switch control or remote 
control receiver switch to disconnect the electricity from the motor to thereby cause the 
motor to stop operating and cause the umbrella to stop closing. Additionally, it would be 
obvious that the weight of an umbrella canopy and gravity would cause the umbrella to 
close if not supported by an uplifting force. Lai does not disclose that the opposite end 
of the cable is affixable at the opposite end to the yoke of an umbrella, nor does he 
disclose a means to affix the housing to the mast at a location to thereby establish 
control of the yoke of the patio umbrella or that the motor is affixed to the housing. Small 
discloses a motor device for an umbrella, the device having a cable (15) affixed at one 
end to a reel (17), the opposite end of the cable being affixable (see Small, Column 1, 
lines 50-54) to the yoke (13) of a patio umbrella. Small also discloses a means (A) to 
affix the housing to the patio umbrella at a location to thereby establish control of the 
yoke of the patio umbrella and that the motor (29) is affixed to the housing (best seen in 
Small, Figure 2). It would have been obvious to one of ordinary skill in the art at the time 
of invention to modify the device of Lai by using a cable attached at an opposite end to 
the yoke of the patio umbrella, to use means to attach the housing at a location to 
thereby establish control of the yoke of the patio umbrella and to affix the motor to the 
housing in order to ensure that the motor is in control of the operation of the umbrella 
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and that it is firmly attached at a convenient position to the umbrella. Please note that 
the limitations "thereby the motor and control kit substitutes for the function of manually 
hand pulling and raising the ropes that operate the canopy opening means and the 
canopy closing means of patio umbrellas" on page 6, lines 10-12 and page 6, lines 24- 
26 constitute functional language and have been given no patentable weight. 
9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lai in US 
Patent 6182917 in view of Small in US Patent 2960094. Lai discloses a "retrofit" motor 
and control kit for umbrellas capable of providing a substitute means to open and close 
a patio umbrella, the device comprising a housing means (12), a reversible electric 
motor (21), a means to provide electricity (see Lai, Column 4, lines 14-15), a reel 
drivingly engaged with the motor (24) and when the electricity is applied to the motor, 
the motor rotates the reel and the when the electricity is disconnected the motor and 
reel stop rotating (see Lai, Column 2, lines 38-40), and a length of cable (33) affixable at 
one end to the reel. Lai further discloses a switch control (10) having two means (see 
Lai, Column 4, lines 12-15) to connect and disconnect the electricity to the motor and a 
remote control receiver switch (11) having two means (See Lai, Column 4, lines 12-15) 
to connect and disconnect the electricity to the motor and a remote control transmitter 
(See Lai, Column 1, lines 26-28) having means to control the remote control receiver 
switch. Lai is silent on which direction the motor turns as it relates to the controlling 
element of the switch control or the remote control receiver switch. However, it would be 
obvious for the engagement of a first switch means or first receiver switch means in a 
controlling element such as a switch control or remote control receiver switch to connect 
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electricity to the motor and cause the motor to operate in a first direction of rotation 
thereby causing the umbrella to open and for disengagement of a first switch means or 
first receiver switch means in a switch control or remote control receiver switch to 
disconnect electricity from the motor to thereby cause it to stop operating and cause the 
umbrella to stop opening. Further, it would be obvious for the engagement of a second 
switch means or second receiver switch means in a controlling element such as a 
switch control or remote control receiver switch to connect electricity to the motor and 
cause the motor to operate in a second direction of rotation thereby causing the 
umbrella to close and for disengagement of the second switch means or second 
receiver switch means in a controlling element such as a switch control or remote 
control receiver switch to disconnect the electricity from the motor to thereby cause the 
motor to stop operating and cause the umbrella to stop closing. Additionally, it would be 
obvious that the weight of an umbrella canopy and gravity would cause the umbrella to 
close if not supported by an uplifting force. Lai does not disclose that the opposite end 
of the cable is affixable at the opposite end to the yoke of an umbrella, nor does he 
disclose a means to affix the housing to the mast at a location to thereby establish 
control of the yoke of the patio umbrella or that the motor is affixed to the housing. Small 
discloses a motor device for an umbrella, the device having a cable (15) affixed at one 
end to a reel (17), the opposite end of the cable being affixable (see Small, Column 1, 
lines 50-54) to the yoke (13) of a patio umbrella. Small also discloses a means (A) to 
affix the housing to the patio umbrella at a location to thereby establish control of the 
yoke of the patio umbrella and that the motor (29) is affixed to the housing (best seen in 
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Small, Figure 2). It would have been obvious to one of ordinary skill in the art at the time 
of invention to modify the device of Lai by using a cable attached at an opposite end to 
the yoke of the patio umbrella, to use means to attach the housing at a location to 
thereby establish control of the yoke of the patio umbrella and to affix the motor to the 
housing in order to ensure that the motor is in control of the operation of the umbrella 
and that it is firmly attached at a convenient position to the umbrella. Please note that 
the limitations "thereby the motor and control kit substitutes for the function of manually 
hand cranking a mechanism to operate the canopy opening means and the canopy 
closing means of patio umbrellas" on page 8, lines 25-27 and page 9, lines 8-10 
constitute functional language and have been given no patentable weight. 



Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hung in US Publication 2005/0247332 discloses a motor-driven 
umbrella. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Noah C. Hawk whose telejDhone number is 571-272- 
1480. The examiner can normally be reached on M-F Sam to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lanna Mai can be reached on 571-272-6867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 
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